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intellectual  property,  1lledia,  IT  ilIld  data protcction.  Swiss  Parliaiï'lent  elected  llilll  aS ELîl a8sociate  judge  (')f

the Federal  Paient  Court.  He is the autl'ior  of  several  publications,  in particular  in Il'ie field  of  arbitraiion,

IP and internel  issues,  and a frequent.  speaker  ai naiional  and international  conferences.

"  Dr. Andrea  Schiiftler  is an associate  aÏîd member  Of PeStalOZZi  Attomcys  at LaW'S  IP ltnd TMT  aS
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§ 55.01  Intn»«uction

Disputes  over  intellectual  property  (IP)  iights  are mainly  heard  in national  courts  -

this is what  most  lawyers  think.  However,  not  onîy  has the number  of  disputes  relating

to IPI grown  iri recent  years,  there  has also been  a significant  shift  towards  arbitration

of IP disputes.'-  This  is partly  due to the territorially  liinited  scope of state court

proceedings,  which  no longer  meet the a-equnements  of current  cominercial  cross-

border  transactions.  With  the increasing  importance  of technology  in modern  life,

intellectual  property,  along  with  the associated  products  and services,  has also  become
globalized  and  înore  complex.  Therefore,  it  seems obvious  to solve  arising  international
IP isputes  not just nationally  but by taking  a global  approach  to this global

pheûomenon.  Turning  to arbitration  appears  to be a logical  shift,  since,  as will  be shown

be1ow,3 ai-bitration  brings  great advantages  and is particularly  suitable  as a înore

effectàve  procedure  for  resolving  internationa}  IP disputes.

§ 55.02  Different  Types  of  IP  Disputes  and  General  Accessibility  to Arbitration

The types  of  disputes  that  can arise  over  IP rights  are numerous.  For  exaî'nple,  there

may be a dispute  about  the an"iount  of  contractually  agreed  license  fees for  the use of

trademark  rights.  Alternatively,  there  may  be a dispute  as to who  owns  the copyright  to

a work.  Furtheore,  a dispute  may arise as to whether  a certain  appearance  of a

product  inftinges  the design  rights  of  sorneone  else or whether  a patent  right  is valid  at

all.

It  is commoïï  to divide  IP disputes  into  two  groups:  On the one hand,  disputes  arising

from  an e.xisting  contractual  relationship  and. on the other  hand,  disputes  arising  on a

non-contractuaJ  basis.  As will  be showrî  shoitly,  it is not  possible  to draw  a clear line

in every  case, wbich  is why  such a cla.ssification  appears  not  to be useful with regard

tO IP arbitration.  IllStead,  IP diSptlteS  ShOuld be diStinguiShed  according  tO the SubjeCt

I This  wa.s already  recognized  iind  poinied  out  hy d'ie Nmernaiional Chainber of Comînerce  (ICC) in its
report  published  in the May  1998 issue  of  the. Bulleiiïï  cif the ICC Intema+ional Court. of Arbitration:  ICC

COMMISSION ON INTERNATI(ûNAL ARBffRAT{ONI  Fifilal Rel'iOll On IntelleCtual PrOperly DiSputeS alld
,"ubitraliOlL (199t<) 9 ICC IIltcmational  CO[l  Of j'Vbitratlon  Bulletin, pp. 37-73 (37'10).

2 For cxainple,  lhe nuinber  of  cases fiW  wiih  WIPO iiïcluding  Mediation, ArbiLration, and Expert

Deternîinalion Cases, inc.reased froin 31 in 2012 to 182 in 2020 (d  https://www.wipo.int/amc/ei'i/cener/
caseload.html). Lcss optimislic  was a 2006 reliort in thc Harvard Journal of Law and Technology by lO
practitioners from around lhe world on thc arbitrabilily  of patents worldwide, çf. MAIT14EW A. SMITH el
al.,  Arbitration  of  Patent  Infringemem  and Va]idity  Issucs Worldwide.  (2005-2006) 19 Hiu'v. J.L. & Tech.,

pp. 299-358 (356):"Arbitration  of patent svdidiI)i aîrd iï;ft-iiïgeïnem issues in many inajor tec.hnoïogy-
proàcing  coumiies is iinpeded by a iack of unifornriQi and variorm pî:actical barriers".

3 See below,  § 55.04.
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55-3 INTELLEC.IÏJAL  PROPERTY  DISPUTES § 55.02[2]

înatters of contractual  relationship,  'ownership,  infringeînents  and validity,  as shown
be1ow.4

[1]  Different  Types of IP  Disputes

IP disputes stemming  from a contractual  relationship  often concern  isSues like

terminatioiï,  late or non-payment  of royalties,  a claiîn  for dainages for improper  use of
the ïp right  subject to the agreemeîit, or other violations  of tl'ie contract.  Contraciual

relationships  include,  for exaînple, those based on license agreements,5 co-existence

agreements, assigrunents6 or outsourcing  agreementS."

Other disputes al:e about the ownership  of a right, such as a patent, trademark  or

copyright.  They ariSe, fOr inStanCe, during  Co-OperatiOn Euld developinent  prOjeCtS,  jOint

ventures,a mergers and acquisitions  of companies or in an employment  relationship.
Here, too, the dispute  usually-but  not always-results  in connection  with  a contractual
relationship,  such as R&D agreements, employment  agreements or agreements  in

connection  with  business combinations.

Where infringements  of IP rights are clai'ined, it will  be necessary to determine
whether  a particular  act infônges  an IP right  or whether  the subject matter  falls within
the scope of protection  of the right in question. These claims are usually  non-

contractrial,  but may also be raised in connection  with a contractual  dispute in certain

cases.

The saîne has to apply to disputes about the validity  of IP rights. These types  of

disputes are typically  non-contractual.  The invalidity  of the title is fairly  often raised as

a defense in an action for infringement  of an IP right,  with the defendant  arguing  that
the alleged  infringement  could not have occurred  at all due to the lack of  validity  of the
title. However,  a siînilar  situation  may also arise in a contractual  context,  for example,

when in the context  of a license agreeînent, the licensor  alleges infiingement  of ihat
very agreement by the licensee, while  the licensee alleges that the licensed  right  is not

(or  no longer)  va1id.9

[2]  General  Accessibility  to Arhitration

Arbitration  proceedings  can only  take place if  a valid  arbitration  agreement  has been

concluded.îo  Usually  such an agreement is concluded  in connection  with  a contractual

4 See alSO MICHAEL NOLAN/CI-{RIST'OPHER GASPAR/NATHANÏEL BROWAND/I(AMEL AITELAJ, St['ateXic
Considerations Once a Dispute Has Arisen, in: John Pierce/Pierre-Yves Gunier (ed.): The GAR Guide to
IP ArtnLt'atîon. LOndOll 2020, pp. 65-74 (66 et Seq.>: arHOMAS LEGLER, Arbît.I'atlon Of Intellectual  Property
Disputes, ASA Bulletin  2019, pp. 289-304  (291).

5 See above, 8) 50X.ô3[1].

a See above, § 50X.('13[21.

7 Furthennore, disputes may arise out of indcînnity agreeinents, see above, § 50X.0313].
a See above, § 50X.03[4].

9 Similarly !) 50X.03[1J.

lo On the arbitration agreeînent (in particular ihe disinciion between pre- and posl-dispute  agreemen(s)
see above, § 50X.02.
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§ 55.02[2] INT'L  ARBIa17RATION: 21" CENTURY  PERSPIECTIVES 55-4

relationship  atïd an arbitration  agreement  is concluded  prior  to a dispute  arising.

Alternatively,  and in the absence  of  a contract  containing  an arbitration  agreement,  the

parties  may wish  to enter  into  such an agreement  after  a dispute  has arisen  but before

it is resolved.  However.  this is likely  to be rare in IP disputes.ll  The foregoing

subdivision,  however,  is not intended  to obscure  the fact  that  disputes  over  ownership

or validity  may  also arise in a contractuai  context,  and  even  infringement  of  IP rights

înay  be alleged  in that  context.  Therefore,  iti  prmcàple,  all disputes  de:scribed above  are

ainenable  to arbitration,  some simply  somewhat  more  frequently  (disputes  arising  out

of  contract  and ownership)  than  others  (infringement  and validity  matters)  even  if  the

latter  sometimes  give  rise to much  more  discussion.12

Arbitration  has, in  principle,  the advaîïtage  that  an award  can be enforced  through  the

New  York  Convention13  which  is in force  in 168 countries  (including  major economic

powers  such as China,  France,  Gennany,  India,  Japan,  the United  Kingdom  and the

United  States).14  Tbe New York  Cotivention  applies  to virtually  all international
intellectual  property  arbitrations-a  possibNe exception  being  a purely  private  dispute  as

to ownership  between  two individuals.  Under  the New  York  Convention system, a

foreign  arbitral  award  is recognized  on t'equest  provided  that the duly  authenticated

original  award  aiîd the original  arbitration  agreement  (including  translation  if  the award

or agreeinetît  is not in the language  of  the country  where  enforcement  is sought)  is

enclosed  (Article  IV  of  the New  York  Convention).  From  this perspective,  arbiffation

in iritellectual  property  maters  has a clear  aaîiantage  over  state court  proceedings  as,

apgt  from  the Inter-American  Conventioti  on the Extraterritorial  Validity  of Foreign

Judgments  and  Arbitral  Awards,15  there  is hardly  any  mechanism  outside  the European

Union  with  its Brussels  Ibis  Regu1ation16  and  the Lugaiïo  Convention17  that  allows for

easy arid fast  enforceînent  of state court  judgments.la  In  this  respect,  it should be noted

"  See alSO I"HoMAS  LEGLER,  Arbitration  oflnteNNectutil  Property  Disputes,  ASA  BulleLin  2019, pp.

289,104  (2'!)1).

12 See belciw,  !; 55.03.

13 Convention  oIl  the Recognition  and Eni'c'ircement  of  Foreign  Arbiiral  Awards  concluded  in New

Yorlc  on lO June 1!)58  (https://unciiral.un.org/sitcsi'uncmal.uu.org/files/media-docuiï'icnis/unciiral/cn/new-

york-conveïîtitm-e.pdf').

14 (':7: htLps://uncitralauï.org/en/lexts/arbiiralion/coîiventions/foreignarbiiralawards/status2  for a list
with  all inember  slates.

15 Intcr-Anîerican  CotîvenLion  On ExLrateri'iloriaJ  Validity  ola Foreign  Judgînents  aïîd Arbitral  Awards

of  8 May  }979  (bttps://www.oas.org/juiidico/english/u'eaiies/b-41.html).

16 Regulation  (EU)  No 1215/2(')12  of 12 I)ecember  2(')12 on jurisdiclion  and the recognition  ar+d

enforcement  of  judgments  in civil  aïîd cciininercial  tuaters  (https://tan-lex.tairopa.eu/legal-coïïtem/EN/

ALL/?uri=cetex%3A320  12R1215).

17 Convention  on jurisdiciioïi  aiïd uïc recogiüijon  and cnforcement  of judgmcnts  in civil  and

commeïcial  inatters  of  30 0ctober  2007 (lÏLlps://eur-lex.europa.eu/legal-content/EN/ALL/?uri=CHLEX%

3A22007ÀÎ22l%2803%29').

18 This  will  noc cbange  even ïf  the Haguc  Conveîition  on ffie Recognîuon  aîid Entorcemeîîl  oi  Foreîgn

Judgiîieiîls  in Civd  t'ir Coînercial  Mattcrs  ("Hague  Judgtnents  Convenuon") enters  înto torce, as IP

dîsputes  ue explicitly  excluded  iroin  its scope ot applîcation,  «f Aricle  2(1)(m) Hague .ïudgments
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55-5 INTELLECTUAL  PROPERTY  DISPUTES ë 55.03[1]

that the conventions and regulations mentioned have lin'üted participants  only,  thus  they

can hardly ever be compared to the New York Convention with  its broad  base of

signatory  countries.î"

However, as will be shown below, certain jurisdictioiïs  do not allow  the submission

of intellectual property disputes to arbitration and reserve them for the state  courts,  at

least to a certain extent (the question of arbitmbilit)ï).  Fuîhermore, the award  resolving

a dispute î'nay not be enforceable in a country in which enforcement  is sought  (the

question of e4orceabiïity2o).

§ 55,03  Arbitrahility  and  Enforceability

ùrbitrabiïity  ota intellectual property disputes aiîd e4'orceabüity of arbitral awards

resolving such disputes go hand in hand and are affected by the same  public  policy  and

public interest considerations. Thus, although an intellectual property  dispute  may  be

arbitrable in the country in which the arbitration is located, the award  resolving  such

dispute may not be enforceable in another country in which recognition  and  enforce-

ment are sought. This entirely plausible phenomenon rerninds  us that  when  parties

negotiate their arbitration clause or agreement to arbitrate an intellectual  property

dispute, they must have in mind the arbitral law of each country  in  which  the award

may be taken for enforcement, as well as the country in which  the award  is issued.21

[1]  Arbitrability

The question of arbitmbility  deals with the issue whether a dispute  is capable  of

settlement  by arbitration.22

A large number of countries have taken positive steps over  the last  two  decades  to

clarify their law on arbitrability of .[P disputes by explicitly  addressitïg  the  issue  through

legislation or court decisions. For example, the United States,23 Be1gium24  and  Fraiïce25

Convention  of 2 July 2019 (https://www.hcch.net/en/insiruments/conventioÏis/full-text/?cid=l37).

19 THOMAS HALKET/ARIA  CHED[D, CbapLer 1: Introduction,  ln: Tll(')lnklS Halket  (ed.), Arlntratton  of

Inlernational  InLellectual Property  Dispulcs,  2nd ed., New York  2021. pp. 1-48 (44).

2o Tlffs sl'rotîld not be confused witb the question of vacating  an arbitral award. The seting  aside  of tbc

arbiiral  award remains unaffccted  by lhe New York  Convention  and can only be requested in  lhe country

iî'i which ihe arbitral  award was made and according to its law. This is because tl'ic New York  Convention

only applies to arbitral  awards made in the territory  of a State ocher tbaiï t}îe State where tbe recogniLion

and enforcement are SOugllt (ArtiCle I(1) NeW YOrk COnVenliOn: qf. T{{OMAS HALKET/MARIA  CHEDID,
Cbapter l: Introduction,  in: anïomas Halket [ed.], Arbilration  of Internationitl  Intellectual  Propert.y

Disputes, 2nd ed., New York  2021, pp. 1-48 [43-44]),

21 WEI-HUA  WU: {ntemational  Arhilration  of  Patent Disputes. (2011) lO J. Marslïall  Rev. Intell. Prop.

L., 384-409  (409).

22 In the United States the understandiîïg  of  arbitmbilit)r  is slightly  differeîit  and covers  not  only  the

"subject matter arbitrd»ilty bm almi issues relating to existence. scope arïd vaïidit>+ of an arbitratioïi
agreemellt",  cf. in detail: STEVEN CBRTILMAN/WILLIAM  BAKER, Chap(er 2: Arbitrability  Of InCelleCtual

Property  Disputes,  in: arhonïas Halket  (ed.), Arbitration  of  Internalional  Intellectual  Property  DispuLes, 2nd

ed., New Y Ork 2021. pp. 49-98 (51-53); Cf. GARY BORN, InLernational Conunercial  Arbitration,  3rd ed.,
Biggleswade  2021, pp. R')27-1137.

23 35 U,S, Code S, 294 (hllps://www.law.cornell.edu/uscode/text/35/294) and 35 ti.s. Code 0 135(dù
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§ 55.03[1] INT'L  ARBITRArION:  21' CEN TIJRY PERSPECTIVES 55-6

have national  legislation  which  provides  for  the arbitrability  of  certain  IP disputes or at

least  inchtdes  tbem  implicitly.  In additioîi,  various  courts  around  the world, for example
in Switzer1and26  or in the United  Kingdom,27  have  declared  certain  types  of  IP disputes
arbitrable.  Nevertheless,  some states assunïe  that certain  disputes  over intellectual
property  rights  are not  capable  of  settlement  by arbitration  because  of the involvement
of  the state or soîne  designated  governmental  adn'iinistrative  authorities  when creating,
recognizing  and protecting  these rights.2a South  Afiica,  for example, has enacted a
broad  ban against  the arbitration  of any disputes  involving  not IP in general but
patents.'

Especially  in connection  with  disputes  about  the validity  of  IP rights,  the question

conceîning  arbitrability  of such disputes  is raised  repeatedly.ao Arbitration  on the
validity  of an intellectual  property  right  is, for instance  and despite the basic
arbitrability  of IP disputes,  not possible  in some  countries  as it is considered to be
corùary  to public  policy.  This  is due  to the fact  that  intellectual  property  often involves
important  public  interests  and iights.aî In some  countries,  not  even  the state courts have
jurisdiction  to consider  questions  of  invaîidity  in infringement  disputes, as this power
is delegated  to the issuing  administrative  authority.à-2  At  the other  extreme, there are

(https:/fwww.law.cornell.edu/uscode/text/35/135)

24 ArtiClel676CodeJudiciaire(https://www.ejuslice.just.fgov.be/eli/loi/1967/10/RV1967lO1057/justel#

Art.  1676ï.

25 j'[tlCle  Lô1547  COde  de la propriélé  intellectuelle  (hups://www.legifraÏice.gouv.fr/codes/articlelc/

LEGi  4RI"i0(XX)3')280C)04)

26 See bek'»w, § 55.03[C][g]

DispuLes.  in: John  Pierce/Pierre-Yves  Gunier  (ed.).  an'ie GAR  Guide  to IP Arbitration,  Londoîî  2020, pp.
25-49  (28 et seq.l:  FiÏîal  Report  On Iîitellcctual  Pi'operiy  DiSptlteS  ai]d Arbitration, (199s> 9 ICC
Intei'naLional  CourL  of  Arbitration  Bulletin,  pp. 37-73  (42-43')

a S'I'EVEN (J:RTILMAN/WILI.IAM  BAK}ER, Chapter  2: Arbitrabi]ity  of  Intellectual  lcropert.y Dispules, in:
Thoinas  Halket  (ed.),  Arbitration  of  International  Intellectual  Property  Disputcs,  2nd  ed., New York 2021,
pp. 49-98  (66')

DisputeS,  iïl:  JOhIl Pierce/Pierre-Yves  Gllllter  (edS.'): arhe GAR  Gllide  tO IP Arbitration,  London 2020, pp.
25-49  (34)

3o The  UNCrnRAL  Model  Law  does  not  proïiide  a uniforin  defiiïition  of  arbitrability:  sclïolars  assuine

there[c+te,  noiably  IP disputes  may  be excepi  froin  arbitralion  eVen under  u'ie UNCITRAL  Model Law, çf.

TONI  DESKOSK!/VANGEL  DOKOVSKI,  Notes  on Arbï(rabilîty-Objective  Arbitrabtlity,  (2018) 9 Iustmiatnus

Primus  L. Rev.,  pp. 1-12  ((+-7)

31 See the restîictive  approach  of Nict=i  BLACKABY/CoNSTANTmE  P.r<ar.«sîo«s/At,ot  REDFERN/

MARTIN  HUNTER,  Redtem  and Hunter  On Intematlonal  Arbitration,  6111 ed., Oxford  2015, para*  2.131

Whetheï-  oï' not  a patent  or  trade  mark  shoultL  be Brantetl  is piainï)i  a rnatter for  Ure pubîic arithorities of
the sttxte concerwd.  these  being  mon.opoly  ïights  thar  oid«i th«» state  can  gmm. Any  dispute as to their grant

Or Va[1(1113' tS OulSlde  tlle  dOnlal1l  Of arbltr(ltlOli."'  CX tdK) ANDRE!A MONr)INI/RAPI-IAEL MEI)'R, Patentuber-
iraguïigsklagen  vor  intema)ionalen  Schiedsgeüch(cn  iÏiiL Sitz in der Schweiz  und die Aussetzung des
Pateïi(erlei1ungsverfahrens,  sic! 2015.  pp. 289-2')';  (296-297)

32 E.g.. in China; cf S'rsvûu Criïîit.x,x/Wtu.i,«y  BAKER, Chapter 2: Arbitrability of Intellectual
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countries,  such as Switzerland,as that give eiga omnes effect to some arbitral  awards  on

validity.  Other countries  allow  arbitration  of IP disputes, including  the issue of validity,

stipulating  that the award shall have effect only inter  partes by means of a binding

effect only between the parties to the arbitration.34  In this constellation,  the arbitral

tribunal  will  not declare the IP rights invalid  (with  erga omnes effect),  but will  only

oblige  the owner witb  regard to its IP rights and eüsure that the deterrnined  invalidity

has its effect between the parties to the arbitration  only (e.g., in the United  States,

Canada, Singapore"  and France).36 As far as the advantages of arbitration  in IP

disputes will  be discussed later, this might  be a disadvantage  of arbitration,  because  in

all these cases an award is only valid  between the parties and can only be enforced

between them. ThuS, a patent ma7 be deClared inVatid  inter  l)arteS, but Still be recorded
in the register  and enforced  against third  parties. This  can lead to a discrepancy  between
the substantive and formal  existence of IP üghts.

Not least because of the possibility  of arbiiral  decisions on validity  being made with

inter  partes effect only, there is an upward trend internationally  also concerning

arbitration  of validity  issues aîïd the question of whether  a dispute is arbitrable  at all is

becoming  less re1evant.37

[2]  Enforceability

As noted above, arbitration  has the advantage that an award caiï be enforced  by the
New York Convention.  However, there are certain limits to enforceability.  In  the

Property Dîsputes, : Thomas Halket (ed.), Arbitratuin of Intei'national Inlellectuïil Property  Disputes,  2nd

ed., New  York  2021, pp. 49-98 (68).

33 See below,  8) 55.03[C][g].

a4 DARIO MOURA VICENTE, Arbitrability of Intellectual Property Disputes: a Comparative  Survey,

(2015) 31 ArbiffatiOll International 2015, pp. 150-162 (154-156); T'[40MAS LEGLBR, ArbitratioîÏ  of

Intellectual Property Disputes, ASA Bullctin  2019, pp. 289-304 (292).

as In August 20ï9, ihe Intellectual Property (Dispute Resoluuon) Bill was passed by Parliament  in

Singapore aîîd assented to by d'ie Presiderii. Tbis Bill strengthens Singapore's posiiion as a choice  vcnue

for the arbitration of international IP disputes because it. explicitly sta(es that IP disputes  may  be arbilrated

in Singapore with inter parte.ç effect (t7" bups://sso.agc.gov.sg/Acts-Supp/23-2019/Published/201909l1?
DocDate=20190911; cf. Section 52B. Intellectual Property (Dtspute Resolution) Bill No.  ]7/2(')19
(https://www.parliament.gov.sg/docs/default-source/default-document-library/intellect.ual-property-
(dispute-resoluIion)-bill-17-20l9.pdf).

a6 See below, § 55.03[C1.

37 This also coincides wilh a fainous interim ïiwtird  of lhe ICC arbilralion lribunal from  1989, according

to wl'iich disputes inVOlVing tlle question ofpatent validity are arbitrable. Tbe tribunal noted  that  tlle OWner

WaS lggely free LO restrtct or dîspose of hlS rlghtS.  Sucl'i an award would, however,  only  have  an înter

partes effect. However, the tribunal did not address the question as to whether an award might be contrary
Lo public policy; ICC Case No. 6097, Interiîn Award of 1989, (1993) 4 ICC hïLen'iattonal  Court  of

Arbiiration Bulletin, p. 76. An informativc suü'unary  of the award can be found a WILLIAM  GRANTHAM,

The Arbilrabilily of International Intellectual Property r)isputcsi (1996) 14 BJIL, pp. 173-221 (189-190).

See also below, § 55,03[B1
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following,  only  specific  iSSues that  have  sorne impoitance  in  the context  of  IP disputes

will  be addtpssed.3a

There  are li'iniled  individual  grounds  for  refusal  of  recognition  and enforcement  in

the New  York  Convention  under  Article  V, with  particular  reference  to Article  V(2)(a)

and  Article  V(2)(b),  which  are especially  relevant  to arbitration  of  intellectual  property

disputes.  They  are as follows:

Under  Article  V(2)(a),  recognition  and cnforcernent  of  an award  may  be refused  by competent autlïority

(i. e., an appropiiac  court)  in the country  wherc  recogniiion  and enforceîncnt  are sought  if  suclï  authority

finds  that  the subject  îïîatter  iiï  dispute  is not arbitrahle  in thal counlry.

Under  Artic]e  V(2)(b).  sueh au+hority  may refusc  recognilion  and enforcement  of  an award if such
recognition  and erJçircement  would  be contrary  to thc public  policy  of  ilïat  coutïtry.

Public  policy  and arbitrability  concerns  typically  arise only  when  the existence  or

validity  of  registered  IP tights,  such as patents  or trademarks,  are at issue,  as in these

situations,  private  claims  challenge  a publicly  gramed  right.sg

On the one band,  an arbitral  award  is not  enforceable  if  the subject  matter  of the

award  is ïîot  arbitrable  in  the cotmtry  where  it is to be enforced.  Therefore,

arbitrabi]ity  not  only  matters  with  regard  to the question  of  whether  a dispute  can be

legally  resolved  tbrouglï  arbitration  in one country  but also when  an arbitral  award

should  be enforced  in another  country.  Thus,  situations  can arise  in which  an award

cannot  be enforced  in one jurisdiction  even though  the dispute  was deemed  fully

arbitrable  in the jurisdiction  of the arbitt'al  tribunal  and the decision  was therefore

vaIlidly  nïade.  Of  course,  an award  would  lose its yalue  if  it could  not be enforced  in

states where  it is supposed  to have its effect.  As discussed  earlier,  there has been a

turnaround  in the vast înajority  of  juüs&tions,  with  IP disputes  regarding  ownership,

transfer  or infringement  of  IP rights  being  generally  arbitrable.  This  is especially  true

as sootï  as such  a dispute  relates  to a contractual  relationship  between  the pgties.  To the

extem  that  tlïe  question  of the validity  of  a registered  IP right  is in dispute,  it has been

shown,  first,  that  such  matters  are rarely  brought  before  arbitral  tribunaIs.  Second,  to the

extent  that  such  a dispute  is nevertheless  siibmitted  to arbitration,  it  has been  shown  that

the parties  usually  have  no interest  àn enforciug  the effective  cancellation  of  an invalid

IP rigl]t  frOln  a fegiSter,  SinCe  it iS rather  the enfot:ceînent  between  the parties  that iS

important.  Third,  in a majority  of  countries  the problem  of  arbitrability  of  IP disputes

on validity  issues  is therefore  addressed  by granting  the arbitral  awat'd  (including  the

decision  on validity  of a registered  IP rigbt)  wilh  imer  partes  effect  on1y.4o Article

3a A coîî'iprehensive  presentaLion  Can be found  at 'n-nsr<y  CALAME/MARTIN  AEBI,  Clïapter  ll:

Enforceabüity.  in: Tboinas  Halke  (ed.).  Arbitration  of  Inemaiorial  Intellectual  Property  Disputes,  2nd

ed., New  York  2021,  pp. 599-639  (613).

39 In contras1,  disputes  concerning  tlïe ownership  c+r infringement  of  an IP tight  are usually  considcred

arbitrable  because  they usually  arise in conneclion  with  private  cotîtractual  agreements  and l.herefore

cotîcenn  onl)i the re!aiionship between  the parties; «;f. R}C[-IARI)  Ki<ciüots«/Jp,xn-Yvp.s  GARAUD, Chapter
9: Tlîe {mpaci  of  Public  Policy  Consideraüons,  in: Thonîas  Halket  (ed.),  Arbiiraiioïi  of  International

Intellectual  Propeïty  Disputes,  2nd  ed., Ncw  York  2021,  pp. 505  -549  (513,  5]9).

=oC/:11ldeLall1"HIERRYCALAME/ART[NÀLJ)l,C1lapLerll:HIljOrCea51llL7iln:Tl10ma8Halkel(ed.),
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V(2)(a) is therefore in practice no longer a real bariier in most jurisdictions.

Nevertheless,  a Clailnant  muSt nOt OlI1Y ensure that the arbitral  tribunal  sits in a country
where the matter is deemed capable of settlement by arbitration,  but also that  the
subject  matter  is arbitrable  with  regard to all countries where future enforcement  of  the
award  is planned."î

On the other hand, an arbitral  award is not enforceable  if  it would  violate  the pu1»lic

policy  of the cotmtry in which  it is to be enforced.42 Ataticle V provides a restricted
escape to protect  only the most fundamental  and coînpelling  rules and values of  law  and
morality  of  the legal systems of  the forum  state.43 0f  course, the grounds  for  refusal  for
a violation  of public  policy  vary fïom  jurisdiction  to jurisdiction.  In the context  of  IP
disputes, public  policy  concerns are again likely  to arise primarily  in connection  witb

disputes over the validity  of IP rights.  The reason is that arbitration  could  be seen  as a
circumvention  of the public grant system (which is obviously  wrong, since  the
arbitrator's  decision  is, in principle,  binding  inter  partes  only).""  It is therefore  difficult

to draw a line between Article  V(2%a) and Article  V(2)(b)  as they obviously  overlap,
since in one country  disputes over the validity  of IP rights înay not be arbitrable  and an
award may therefore not be enforceable  because of Article  V(2)(a)  without  necessarily
going  against public  policy,  and in another country  the dispute being addressed may  be
arbitrable  but an award is contrary  to public  po1icy.4a Therefore,  it is advisable  to verify
not only whether  the dispute is ïbitrable  in the jurisdiction  where the award is to be
enforced, but also whether  there are any public  policy  reasons against enforcement  in

that jurisdiction.  These reasons may vary froî'n  jurisdiction  to jutisdiction.'6

[3]  Country  Reports  Including  Related  Arbitral  Institutions

An increase can be observed not only in the case numbers of arbitrations  on

internatiOnal  IP diSputeS'  and the corresponding  aCCeptanCe Of the arbitrabilit'y  Of  SuCh

Arbitration  of Inlernatiotîal  ïntellectual  Property  Disputes,  2nd ed., New York  2021, pp. 599-639
(616-619).

"  JOSEPH ZAMMIT/JAMIE  HU, Arbitrating  In(el'natiOnal  Intellectual  Property  DiSputeSl  Dispute
Reso]ution  Joumal,  Noveînber  2009/.1anuary  2010, pp. 1-4  (3).

42 Public  policy  concerns  can mainly  bccon'ie  ai'i issuc  at tlîree stages, nainely  (1) where  the place  whose

laW governs  tlle substance  Of the dispute  i8 ciilled  to rule upon the arbitrability;  (:2) where the laW Of the

seat of  arbitration  restrict.s l]ïe arbilrability  of  lhe sulïject-iïïatter;  (3) where  parlics  seek the enforcemeut  of

ihe award before a siate couî  (WILLIAM  GRANTHAM, The Arbitrability  of Int.ernational  Intellectual

Property  Dispuies,  (1996)  14 BJIL,  pp. 173-2211189]).

43 WEI-HtlA  WU,  Illternational  Arbitration  of  Patent  Dispulesi  (2011)  lO MarslÏall  Rev. Iîltell.  PrOp.  L.,

pp. 384-409 (409); Ti-np.rœy CALAME/MARTIN AEBI, Chapter  l1: Enforceabilit>i,  in: Thomas  Halket  (ed.).
Arbitration  O[ InterIiational  IntelleCtual  Property  DispuLes, 2nd ed., New York  2021, pp. 599-639  (620).

44 Conculnng  WILl{AM  GRANTHAM,  ITlle Arbîtrabih+.y  of  înternatîonal  Ii'itellectual  Properi.y  D18pl1te8.
(1996) 14 BJIL,  pp. 173-221  (199).

45 THII'RR  S' CALAME/MARTIN  AEBI- Chapfer  11: EEntorceat)lluy  i  ln: TllOmaS Halke(  (ed.),  ,Arbiiratiorî

of  Iniemational  Intellcctual  Properiy  Disputes,  2nd ed., New  York  2021, pp. 599-639  (620).

46 JOSEPH ZAMMIT/  JAMIE HU. Arbîtrahng  IuferIlatlonal  Intellectual  Property  Disputes.  Dîspute
ResolutionJournal,  November  2009/Januat'y  2010, pp. 1-4  (3).

47 C,f. previous  footnoLe 4.
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cases, but also the number  of arbitra)  institutions  around  the world  in general  and

specialized  on IP disputes  in particular."s

It would  go beyond  the scope of  this chapter  to provide  comprehensive  coverage  of

all  juüsdictions  and  all  arbitral  institutions.  In the following,  we  will  therefore  only  deal

with  selected  countries  and institutions  that we consider  to be particularly  interesting
and iinpoïtant  with  regard  to IP. References  to the relevant  institutions  are made under

the respective  country  report  in which  the institution  is based.

[a]  United  States  and  Canada

In the United  States,  pursuant  to Section  294(a)  and Section  294(c)  Title  35 of the

U.S. Code  any  dispute  relating  to patent  validity  or infringement  may be referred to

arbitration  by agreement  with  binding  fotce  or effect  between  the parties only. An

arbitral  award  concerning  a patent,  however,  is not enforceable  until  it has been

fornîaliy  filed  with  the United  States Pa(ent  and  Tïadeînark  0ffice.49

Likewise,  in Canada,  all  contentious  questions  relating  to patents  may  be submitted

to arbitration.  Furtherinore,  but with  no tmderlying  statute,  disputes relating to the

validity  of a ttademark  and registered copyriBhts  are also arbitrable, but the award wi]l
have inter  partes  effect  only.so

The Ameücan  Arbitration  Association  (AAA)-with  the International  Centre for

Dispute  Resolution  (ICDR,  see Chapter  43 of  this  book)  as its subsidiary  institution  for
international  disputes-is  by fat' the largest  arbitration  forum  within  the United States,

without,  however,  placing  a special  focus  on the resolution  of  IP disputes.  Nevertheless
AAA  has crea1ed soî'ne patent-specific  arbiffation  rules  (the Resolution  of Patent
Disputes  Supplementary  Rules,  supp)exnenting  the AAA's  Coinmercial  Arbitration

Rules),  in col}aboration  with  the US Natiotîal  Pateî'ît  Advisory  Council.sî  Il]  additioîï,

JAMS  (foriner]y  known  as Judicial  Arbitïaation  and Mediation  Services)  (see Chapter
43A  of this book)  with  its own international  and IP specialty  panels,  and the
International  Institute  for  Confiict  Prevention  and Resolution  (CPR,  see Chapter 47 of

this  book),  with  its specialty  panels  that  are relevant  to IP disputes  and rules  specifically

4a Cf. ST"PHANIE PAPAZOGL.U, The Ba(tle tor Surviv.al Ainong Arbitral  InsLituLtons. Kluwer  Art)lL['a(lon
Blog, l') June 2020 (lïttp://arbitrationblog.kluwerarbit.ïaIion.cot'i'i/2020/06/19/the-battle-for-survival-iunong-
arbitral-institutions/).

49 37 C.P.R. §§ 1.335(a)-(c)  (https://www.law.come1tedu/cfr/text/37/1.335);  cf. RICHARD K1;'EINDLER/
JEAN-YVES G,çahuo. Chapter 9: The Impact ol' Public l"olicy Considerations, in: Thomas Halket (ed.).
Arbitralion  ol InterÏîata'inal IïitellecLual Propcrty Thsputes, 2ïîd ed., New York  2021, pp. 505-549 (520-521
fn. 5!)); MATTÏ-IEW iï. SMIT}I et ai., Arbitra(ioïi  of Paîent hifringeînent  and Validity  Issues Worldwide,
(2005-2006) 19 Htu'v. J.L. & Tech., pp. 299-358 (320).

5o STbvEs Cr«varuvhhrWru.rhv  BAKER, Chapter2: Arbitrabiliiy  of  micllectuaJ Property I)isputes, in:
Thomas Halkei (ed.), Arhitraiion  of Intemational InteLlectual Property Disputes, 2nd ed., New York 2021,
pp. 49-98 (72-74).

51 ResoluiionofPatentDisputes,SupplemeniaryRu]es(availablehere:https://www.adr.org/sites/defi'iuli/
files/ResoIutiOn%200f%20PatenL%20Disputes%20Supplctiientaiy%20Rules.pdf); see also I)AVID HERRlNGTüN/

ZACHARY O'l)FiL/l.EIL.A  MGALOBLISHVU-l, ''l  Artntrate InrernaLional IP Disputes?, ln: John Pierce/
Pierre-Yves Guîiler (eds.): The GAR Guide to IP.%bitcation,  I.ondon 2020, pp. 7-24 (8').
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On the arbitration  of patent and trade secret disputes (CPR IP RuleS),  aS Well  aS tlle

SiliCOll Valley Arbitration  and Mediation  Center (SVAMC,  See Chapter 51Z Of thiS

book), deserve  greater  attention.

[b]  Hong  Kong

Hong Kong, as a well-established  center for international  arbitration,  enacted  the

Arbitration (Amendment) Ordinance in 2017 (in force sincelJanuary 2018) to "cïarify
that IPR disputes are arbimMe  and that it is not against  Hong Kong's  pubIic  poïicy  to

en.force arbitra7  awards invoIving  IPRs ." 52 The Arbitration  Ordinance  provides that  the

"validity  of  patent  may be put  in issue in arbitmi  pmceedings"53  even if "[a]n  IP rights
dispute is capabie of settïement b>i arbitration  as between tlïe parties  to the IP rights
dispute"54 only, which  is also true regarding  other IP rights.s5

IP disputes may be arbitrated  iiïespective  of whether the law of Hong  Kong  or

elsewhere gives jurisdiction  to a specified entity (e.g. a court or an administrative
authority)  only or does not nîention  the possibility  to arbitrate  IP disputes.ss Based on
that consideration,  Hong Kong  allows the arbitration  of any IP dispute regardless of
whether  that is permitted  by the country where those rights are registered.

The openness to IP arbitration  is also reflected in the fact that the Hong  Kong

International  Arbitration  Center (HKIAC)  maintains a list of over 50 arbitrators
specifically  for IP disputes, who are very experienced  in resolving  IP disputes.57

[c]  Singapore

In August  2019, the Intellectual  Property  (Dispute  Resolution)  Act  was  passed  by

Parliament  in Singapore.sa This Act aînended Singapore's Arbitration  Act and the
International  Arbitration  Act  and specially  allows for the arbitration  of any  IP disputes.

Therefore,  the Act strengthens Singapore's position  as a location  of choice for  the
arbitration  of intenïational  IP disputes as it explicitly  states that IP disputes may  be
arbitrated  and awards concerning  IP rights can be enforced with  irvter  pailes  effect.'

s2 Hong Kong Special Administrativc Region, Ordinance No. 5 of 2017 (Arbitration  lAmendinent]

Ordinance 2m7, Part ], Section 1 (https://www.gld.gov.hk/egazette/pdf/20l72125/es1201721255.pdl); cf.
PHILPP HANUSCH, NeW Arbtt['aLiOn PmViSiOnS Confirm  that IP Disputes aî'e Arbitrable  iîl  HOng  KOllg,

GIObal ArbiiratiOn  NeWS, 12 Jaïluitry 200)" (kÏups://globalarbitrationnews.com/new-arbttration-provisicins-
confirm-ip-disputes-arbitrable-hong-kong/),

53 Arbitra(ion  (Amendmem) Ordmancc 20l7,  Part 2. Seciîoïi  5, clause 1ô3I (hLtps://www.gld.gov.hk/
egazette/pdf/20l72125/es1201721255.pdt'),

'  Arbitration ( AmendmenC) Ordinancc 2017, parl. 2, SeCtiOll 5, clause 103D(iù  (https://www.gld.gov.
hk/egazet.te/pdf/20172125/es120l721255.pdf),

5a Arbitration  (Amendn'ient) Ordinance 2017, Part 2, Section 5, clause 103C and clause 103D
(https://www.gld.gov.hk/cgazette/pdf/20l72125/es  120i721255.pdi).

5a Arbiiration  (Amendment)  Ordinance  2017, Part 2, SecLion 5, clause 1ô3D(4),  (5) (ht(,p3;/%yy,g1d,

gov.hk/egazctte/pdf/20172125/esl201721255,pdf),

s7 Cf https://www,lïkiac.org/arbitraiion/arbitrators/pancl-ffibiirators-iniellcctual-property.

5a https://sso.agc.gov.sg/Acts-Supp/23-20l9/Published/20190911?DocDae=2C)l9091l,

a9 See Singapore Intellectual  Properly (Dispute Resolution)  Bill  No. 17/201'9, Section 52B (https://
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The Singapore  International  Arbitration  Centre  (SIAC),  based in Singapore,  înay

handle  such IP arbitration  cases, also proîiiding  a list of at least 25 arbitrators

specializiiïg  in lP disputes.6o

An IP dispute  is not incapable  of settlement  by arbitration  only  because  a law of

Singapore  or elsewhere  gives  jurisdiction  to specified  entities  (e.g. courts  or aininis-

trative  aüthorities)  only  or does not inention  tl:ie arbitrability  of  IP disputes.61  Based  on

that  consideration,  Singapore  also allows  the arbitration  of  any IP dispute  regardless  of

whether  that is perinitted  by the country  where  those rights  are registered.

[d]  China

As the validity  of  a patent  is considered  an adîninistrative  issue in China,  arbitration

of  patent  disputes  is nori-existent  in  China.a2 China  is hesitant  to enforce  international

arbitra!  awards,  especially  if  the award  was not  made  in China  or by the HKIAC,  but

is to be enforced  against  a party  in China.  1f  aîî arbitral  award  is to be enforced  in China,

it therefore  rrîakes sense to choose an arbitration  court  in China,  with  the China

Intemational  Econoinic  and Trade  Arbitration  Cominission  (CIETAC)  being  the most

relevant  for  international  arbitration  cases, at least for  those involving  Chinese

state-related  paîties."  For  private  parties  at least,  the Beijing  Arbitration  Commission

(BIAC-see  Chapter  51A  of this book,  has been receiving  a growing  number  of

internatiorial  arbitrations).

[e]  Soutli  Africa

As shown,  an increasing  number  ûf  jurisdictions  have  overcome  previous  concerns

regarding  the arbitrability  of  IP disputes  ;u'id now  allow  a broad  variety  of  IP disputes

to be subinitted  to arbitration.  At least one exception  remains:  South  Africa  still

prohibits  by law  arbitration  of all disputes  re1ating  to patents  issued  in the country.a4

www.parbament.gov.sg/docs/default-sourcc/de1ault-docuiÏient-library/n'itellectuitl-property-(dlSpllte-

resolution)-bill-l7-20l9.pdf)  as well  as the Siîigaptire  Intemational  Arbitration  AcL, Seclion  26B

(https://sso.agc.gov.sg/Act/IAA1994).

6o Çf. lîttps://wgiw.siac.org.sg/our-arbitraLors/siac-p;uîel#ip.

61 See Singapore  InLellectual  Property  (I)ispuie  Rcsoluüoïi)  Bill  No. 17/2019,  Seciion  52B(3).  (4)

(https://www.parIianient.gov.sg/docs/det'auit-sotu'ce/dat'ault-document-library/intellectual-property-

(dispute-resolution)-bill-l7-2019.pdf)  as well  as tie  Siiîgapore  Inlernational  Arbitration  Act,  Sectitin

26B(3),  (4)  (https://sso.agc.gov.sg/Acl/IAAl994).

62 Aiclc  3(2)  of Lhe Arbitration  Law of lhe People's  Republic  of Clïina  (2017  Aînendment)

(hLtps://www.lawinfochina.con'i/display.aspx?id=23925&lib=law&EncodingName=big5);  Ar(icles  3, 45

arid 46 of  the  Patenl  I.aw  of  ihe  Peop]e's  Republic  of  China  (2020  Amendînent)  (https://www.lawinfochina.

com/display.aspx?id=34138&lib:law):  c7 STE'llEN  (Jz'rn.uiyn/Wiui.«u  BAKER, Chapler 2: Arbitrability
of  In[eliectual  I)roperty  Disputes,  in: Thoînh'is  Halkel  (ed.),  Arbilration  of  International  Intelleclual  Property

Disputes.  2îîd ed.. New  York  2021,  pp. 49-98  (89-9{)).

63 C(. Snpîùn  KAl-IN/CONNA  WEIN12R.  Chapter  4: Arbitral  Institutions  and Arbilration  Rules,  in:

Tl'ioinas  Halket  (ed.).  Arhitration  of  Interîîatic'inal  Intcllcctual  Property  Disputes,  2nd  ed., New  York  2021,

pp. 185-26î  (217-219).

64 Article  180)  Soulh  Africaiï  Patents  Act  1978. M,sTïbpw  REED/AVA  MILLER/HIROYUKI  TEZUKA/

AI1INE-MA{(ÏE  l)OERNENBURCi,  Arbit['abilit/  Ot IP DISl)uteS,  in: JOlIIl  Pierce/Pierre-Yyes Gunter (edS.): T}]e
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[f]  European  Union

The arbitrability  of IP disputes is not liinited in the European Union  by  its

coinmunity  law.aa

Jwisdictions  such as France and Gerînaîîy  have a long history of clearly  denying  IP

arbitrations.a6 However, even these jurisdictions  have recœtly  begun to accept  the

arbitrability  inter  partes of such disputes.s" In Germany,  if the validity  of  a patent  is

disputed, the traditional  view holds that an arbitral tribunal may not annul  the patent.

However, the tribunal may decide that the patent holder has no right under  the patent

and must consent to have the patent declared null and void by the competent  patent

authority.aa Yet, a more liberal approach developed in the last years and argues  that

validity  may be subject to arbitration.69 In Franee, the Paris Court of Appeals held in

2008 that the issue of patent validity  was arbitrable provided the issue  was raised

incidentally  as a defense or counterclaim in a contractual dispute.7o However,  such

arbitral awards  have  only inter  partes  effect.71

In Belgium,  all disputes involving  an intellectual  property rights agreement  are

aiabitrable. HOWeVer) tO the eXtellt  tllat  the dispute relateS  tO the Validity  Of Eul

intellectual  property right, arbitrability  depends on the nature of the right, which  is why

GAR Guide to IP Arbi(ration,  London  2020, pp. 25-49 (26, 34).

65 Contra .ntu,  LEW/LOUKAS Mïs'rpus/S'rr;p.n  KRôLL. Comparative  iiïternational  Conunercial

hbitraliOn,  TThe Hagutvt.ondon/New YOrk, pl). 9-64; Cf l"I-[ImY  CAI.AME/MARTIN AHBI, Chapter 1l:
EilftïceabilitYi  in: aI111Œ11a8 Halket (ed.), Arbitration  of Intenlrltionkll  Intellectual  Property  Disputes, 2nd

ed., New York  202],  l)ï). 5')9-639  (618).

a6 In France, this was contrary  to tbe law as the broad rule of Section 2059 of uïe French Civil  Code

provides tllat matters 8ub.ieCt tO llle partieS' free diSpOSltiOn ge arbitrable  (lîttps://www.legifrance.gouv.

fr/codes/sectionlc/LEGITEXTOO000607072l/i.EGISCTA000006l1817I/#LEGISCTAO00033458814); cf.
MATTHEW REED/AVA MILLER/HIROYUKI TFEZtlKA/ANNE-MARIE DOERNENBURG, j'u'bitrability  of IP

Disputes, in: John Pierce/Piei're-Yves  Gunter (ed.): The GAR  Guide to IP Arbitration,  London  2020. pp.
25-49 (36-37).

a7 Likewise,  in Austmlia,  Great Byitaùr and the Netherlands,  the possibility  of arbitration  is accepted

very broadly  but an award may nol involve  cancellation  of a patent and +.akes effect only iiïter  parles:  cf.

alre1lay ICC COMMISSION ON INarERNAalThONAL AlŒn'RATIoN,  Finai Report on intellecLual Property

Disputes and Arbitralion,  (1998) 9 {CC In+ernational Court of Arbitration  BulleLin, pp, 37-73 (48-49).

aa Htnp.ïartts  LABES/TORSTEN LÔRCHER, 8, 7 Aussergerich(liche  Streitbeilegung,  in: Gordian N.
Hasselblatt (ed.), Mtinchener  Anwaltshandbuch  Gewerblicher  Rechtsschutz, 5t1'i cd, Munic1'i2017,  paras.

113-1 18; Cf MATTHEW A. SMITH et al., jbltl'atlOn  Of Patent Infinngement and Valldlt'l  ISSueS
Worldwide,  (2005-2006)  19 Harv. J.L. & l"ech., pp. 299-358  (333-338).

a"' PETER SCI-ILOSSER, iIl: Reinhard l)ork/Herbert  ROtll (eds.), Stein/Jonas Koinmentar  zly  2iVi1-

prozessordnul'lg, 23rd ed., Vol. ]O, Tublïigen  2014, !i 1030 pEu'a. 6: See alSO HtlBERTUS LABES/TORSTEN
L(:)RCHER, S; 7 AuSSergeriChlliClle Strettbeilegung,  in: G(')l'diall N. Ha.'iSelblaLt (ed.), Miinchener  AnWalt-

ShandbuCll Gewerblicher  RechtsschuLz, 51h ed, MlJîllCh 2017, para*  114 Wlt}l furtber references.

7o Court of Appeal of  Paris, Gan= v. Société Nationale  des Chemins de Fer Tunisiens (SNCFT), 29
Marclï  1991, Rev. Arb. 1991, p. 478.

71 MATTHEW R'ED/AVA  MILLnR/HlROYUKI  TEZUKA/,ANNE-MARIE DOERNENBURG, Arbitrabilily  of IP

Disputcs, in: John Pierce/Pierrc-Yves  Gunter (eds.): The GAR  Guide to IP Arbitration,  London  2020, pp.
25-49 (36),
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disputes  about  the validity  of  copyrigh.ts  and patents72  are generally  arbitrable,  whereas

disputes  over  the validity  of  tradeî'narks  arid designs  are not  arbitrab1e.73

It shou]d be noted that a European pro5ect has been under way since 2012 on a
unitary  patent  and, related  to this,  the establishment  of  a Unified  Patent  Court  (UPC).

Unfortunately,  the project  lïas encountered  some challenges.  On the one hand,  the

United  Kingdom  has withdrawn  from  the UPC  by depositing  corresponding  notification

in July  2020.74  0n  the other  haiïd,  the project  is also  faltering  in Germany  after  the first

consent  resolution  of  the Parliament  was declared  invalid  in March  2020  and  the second

resolution  fron'i  December  2020  did  not  go unchallenged  either.75  The  progress  of  the

project  is therefore  uncertain,  even  though  it would  have  been very  interesting  from  an

arbitration  perspective,  nainely  because  it aîrned  to inake  arbitration  a staiïdard  feature

in this urüfied  patent  court  system.76  Admitedly,  the jurisdiction  of  the two  arbitration

courts  in Ljubljana  and Lisbon  would  probably  be rather  limited,  since  they cannot

order  the cance]ation  of  a patent.77  However,  some  room  for  interpretation  reînains,  and

some suggest  that an arbitral  award  on the validity  of  a patent  should  at least  have  an

inter  pailes  effect,  which  seems quite  arguabte.7a

[g]  Swfltzerlaiîd

In Switzerland,  every  aspect  of  intelîectual  property  înay  be subject  to arbitratioti.

The Federal  Nnstitute  of Intellectual  Property  (IPI)  will  execute  an arbitral  award,

subject  however  to  the competent  state court  with  jurisdiction  over  the seat of

arbitration  declaring  the award  enforceable.  This  goes back  to a legal opinion  of the

Federal  Office  of  Intellectual  Property  of  Switzerland  in 1975,  which  held  that  atbitral

72 Belgiîim  lîas national  legislat.ion  wl'iich  cxpressly  provides  for  arbitrability  of  pat.ent  disputes.  Article

51(1)  Be{giaîi  Patents  Act  (htips://www.ejustice.just.fgov.be/cgiloi/cliiingelg.pl?language=fr&la=F&table

name-loi&cn=20llOl1005)  states (hat it' a pateni  is rcvoked  by an t'irbiti'atioîî  award,  ihe decision  on

revocahon Sllall  const.îtute  a final deC18iOn ffl  respect ('lt all pWlîeS,  8ubjeCt  tO OppOSltîOn  b7 thffd  pEu'tles alld

that  final  revocatiorî  dccisions  shali  be enteæd  in t)ic Register.

'3 Cf. FL]P Ptrnuion/J,«üJ,sssi/Dxûo  NOESEN: ArbilraLion procedures and praciice in Belgium:

overview,  Ilïomsou  Rcuter  PracLical  Law,  l Jatiuary  2021  (htlps://uk.practicallaw.lhomsonreuters.coin/w-

0l3-9378%an!+it1lï1T:)/pe:':Default&COntCXa)élta:(SC.Default)).

74 https://www.unified-palent-court.org/news/uk-wilhdrawal-upca.

75 ALÏSoN  Qtïüü,  UniIied  Patcnt  Cour-What  is happening'?,  Irelttnd  IP &  Tecl'inology  Law  Blog,  5

Marcb  2021 (https://www.lexology.coîï'fflibrary/decïl.aspx'?g=6le456ab-la95-4960-bb4f-17d5b314eaef);

see also hrips://www.unified-patent-court.org/news/tipc-progress-german-ratification.

76 Agreement  oïi a Unified  Patent  Court.  Article  35 (https://eur-lex.europa.eu/legal-contenl/HN/T  XT/?

uri=uriseîv%3AO].C.2(ùl3.  175.Ol.OOO1.Ol.1ENGé'at+c=()l%3AC%3A2013%3A175%3ATOC).

77 Agreement  oll  a Uïîified  Patent  Court,  .Anicle  3'5(2) (lïttps://eur-lex.europa.eu/legal-contentÆN/

TXT/?iu'i=uriserv%3AOJ.C.20l3.175.Ol.000l.Ol.ENG&ioc=OJ%3AC%3A20l3%3Al75%3ATOC).

7a Jùc(xrr:s  I)B!À'par;',«,  New  Deye}opinents  of  n' Airbîtration  and Mediation  m Europe:  Tlïe  Patent

Mediation  anJ  /u'bitration  Center  Inslituted  by Lbe Agreement  on a Unified  Patent  Court  ([lPC),  (2014)

Revisla Bra.qilcirii de Ai'bitrageîn  Ediçâo  Hspecial, I)P. ] 7-35 (27-29);  SAM  GRANATA,  Tbe Ui'iified  Patent

Courl:  A One-Stop-Shop  IP DispuLe  Resolutioî.i  Entiry,  tbe Patent  Mediation  and Arbitration  Centre

(PMAC),  in: Gerold  Zeiler/Alexander  7«'ijer (ed.),  Resolving  IP Disputes,  Vienna/Graz  2018,  pp. 75-86

(passiin).
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tribunals  seated  in Switzerland  Can render  a deCiSiOn On the validity  of  IP rightS."'  In

international  arbiffation  proceedings  under  the Swiss Private  International  Law  Act

(PILA),ao  this is confirmed  by Article  177 PILA  according  to which  any claim

involving  an economic  interest  may  be subinitted  to arbitration.aî

Geneva  hOStS the headquarters  Of the WOrld Imellectual  Propetaty Organization

(WIPO),  WhiCh runS an ArbitratiOn  and MediatiOn  Center  (WIPO  Center)a"  SpeCialiZed

in IP and technology  disputes,  arîd provides  dedicated  panels of arbitrators  for  IP

disputes.as  wïpo  services  span the  whole  range  of  alternative  dispute  resolution  (ADR)

options,  such as mediation,  arbitration,  expedited  arbitration,  and expert  deterînination

to settle  both  doînestic  and cross-border  disputes.a"  To this end, the applicable  rulesaa

also contain  provisions  specifically  aimed  at resolving  IP disputes.  In addition,  the

WIPO  Center  is also the world  leader  in resolving  domain  name disputes  under  the

Uniform  Domain-Name Dis0ute-Resolution  Policy (UDRP).a6

Th 55.04  Advantages  of  Arbitration  in Inteînational  IP  Disputes

As stated in the introduction,  arbitration  is particularly  well  suited  for  resolving

international  IP disputes.s"

The  discussion  above  shows  that  there  is no longer  any real doubt  that  practically  all

IP disputes  are arbitrable  today  and that they caiï be enforced  internationally  more

easily  than through  state judgeînents,  which  in itself  can be considered  a great-

possibly  even  the înost  important-advantage  over  state jurisdiction.  Arbitration  also

79 Cf. ANDREA MoNDIN]/RAPHAEL MEaiï,  Patenlttberlragungsklagen vor intematiorialen Schiedsg,eri-
chten nlit Sitz in der SCllWeiZ und die Aussetzung deS Patenterteilungsverfalïrens, SiC! 2015, pp, 289-298
(296); THOMAS LEGLER, kbitrage  en înatière de propriété intellectuelle, in: Laurent Hirsch/Chrisoplîe
Imhoos (eds.), Arbiirage, médiaiion et aures inodes püur résoudre les conflits autrement, Zuricli  20 18. pp.
207-217 (211).

oo Federal Act on Private Internat.ional Law (Pn.A) of 18 Dçcember 1987 (https://www.fedlex.admin.
ch/e1i/cc/1988/ 177617761776/en).

aa ANDREA MONDINÏP[{AüL  MEIE3 PacentübertragungsUagen VOr inlernalionaleri  Schiedsgericlîten
mit SitZ in der SChWeiZ uild die Aussetzuiîg deS PatenterteilungsverFahrens, sic! 2015, pp. 289-298 (29œ.

a2 https://www.wipo.int/about-wipo/en/activitiesbyunii/index.jsp?id=10l2.

'  See for a detailed accouni of lhe WIPO Ceruer's activilies IGNACIO DE Cùsamo/Pùsùûioarïs
CH,«bKIAS, Mediation and arbitraLion of in(ellectual property and tecl'u'iology disputes: The operation of the
World Intellectual Property OrgaiiizaLion Arbitration and Mediation Ceriter, (2012) 24 SAcLJ, pp.
1059-108i.

a4 https://www.wipO.int/abOut-wipO/en/activiliesbyunit/index.jsp'7id=10l2.

'  For example, tl'ie regular niles (Wn)O Rules; htIps://www.wipo.int/aînc/eîÏ/arbitration/rules/),  rules
for expedited arbitration (WIPO Expedited Arbilration  Rules; lïtps://www.wipo.int/ainc/en/arbitration/
expedited-rules/) and rules for expert detenninalion (WIPO Expert..Detern'iiriation Rules; https://www.
wipo.inl/ainc/eîî/experi-deLermination/rules/),

a6 hltps://www.icant"r.org/resources/pages/policy-20]2-O2-25-en.

a7 See also for ihe particilar  advanLagcs in the context of SEP/FRAND dispules PETER GEORG PICHT,
Schiedsverf';ilïen in SEP/FRAND-S(reitigkeiten,  GRÏ)R 2019, pp. 11-25 (13-i4).
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biings  othet  very  specific  advaiïtages  in tbe resolution  of  IP disputes  and these are

discussed  in the following.aa

As a general  Ïule.  arbitration  is likely  to resolve  an IP dispute  more  effleiently  than

a state couît  aiïd  proceedings  cari be conttolled  better  in terms of timetable  and in

general.  This  is due not  least  to the fact  that  the parties  are largely  free to design  the

arbitral  procedure  to reflect  as closely  as possible  the needs  of  the specific  situation.  In

any  case, the staiting  point  and  core  eleinent  is the arbitration  agreeîuent  (including  the

choice  of the nîles  of an arbitration  institution  and some specific  experience  of the

arbitrator[s]  relating  to a certain  legal  field  or industry).89

In fact,  an aïbitration  court  should  decide  faster,  as on one hand  proceedings  and

heaiings  can be started  more  quickly.  On the other  hand, it has been shown  that the

entire  procedure  for  reaching  a resolution  cari  regularly  be completed  more  quickly  than

before  tl'ie oïadinary  courts.9o

Furthermore.  [P arbitration  may  in some  cases be more  cost-efflcient  than state court

proceedings.gî  Court  proceedings  often  'require  the use of local  attorneys  for each

country,  which  only  multiplies  the cost  of  cogt  proceedings.  The  parties  in arbitration

proceedings  also  have  a greater  influence  on how  expensive  the proceedings  will  be if,

for  exarnple,  they  do  not choose  a five-member  arbitration  panel but only a

three-arbitrator  tribunal  or even  just  a sing]e  neutral  arbitrator.92

Among  other  things,  an increase  in efficiency  is possible  because  arbitrators  with

experience  caiï  be appointed  freely  by the paities  on the basis of  different  criteria  such

as the coinpetence,  experience  and language  skills  required.ga  This  is of  great  advantage

especially  in rP disputes,  many  ot' which  are technically  demanding.  Besides  înaking

the proceedings  more  effective,  there  is the added  benefit  that  a correct  conclusion  is

înore  1ike1y.94 Several  institutions,  including  tbe wïpo,gs  the Hong  Kong  International

aa F(Ï  f,Cnenà  pl'OS and COnS Of arbitratiOn  l'erSus  li(igatiOn,  See NiGEL  BLACKABYICONSTANTl
PTASIDlES/jV.AN  REDFERN/MARTIN  H[tNTlFl'!.  Redfeni  ;tnd  Hunler  on Internalional  Artntratîon,  6th ed.

Oxford  21)15, par,u.  1.94-1.107.

89 Cf Tnoxths  HALKET/MARIA  CHEDID,  Chapter 3: The Arbitration  Agreement, in: Thomas Halket
(ed.),  Arbiœatioïi  of  Intemational  Intellectual  Properiy  l)isputes,  2rid ed., New  York  2021,  pp. 99-183

(182);  lal-[('iM,AS N.EGLER, Arbilration  of  Iniellcc(ual  Property  Disputes,  ASA  Bulletin  2019, pp. 289-304

(298)

Dispules?.  iti:  Jottn  Pierce/Pierre-Yves  Gunter  (eds.):  The  GAR  Guide  to IP Arbilralion,  London 2020, pp.

7-24  (81

91 Çf. TRll.VOR. COOK/ALEJANDRO  GARCÏA,  International Intellectual Property Arbilration,  Alphet'i aan
den Rijn  21)10, para.  4l-44.

g2 Çf. T([OMAS  HA[.KET/ÀÆAR[A  C[{'DID,  Cllapter  l: ïntt'oductlon,  ln: TllOlllaS  HalkeL (ed.), Arbîlratton
ot International  tnlellectual  Property  Dîsputes,  2nd  ecl., New  York  2021,  pp. L'18  (15'

93 Iliohiùs  Lp«ibri«,  Arbitration  of  Intellectual  l"roperiy  Disputes,  ASA  Bulleün  2019. pp. 289-304
(297)

94 Cf TI[OMÀS  HALKET/MARIA  CFFil)U), Chapler l: h-ltr(JllCtiOïl,  ill:  ThOlllaS HalkeL (ed.), AJ'bitl'lltiOn
of  Inlemational  Intellectual  Property  Dispuies,  2nd ed., New  York  2021,  pp. 1-48  (2
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Arbitration  Center (HKIAC),96  as well  as the Silicon  Valley  Arbitration  aiïd  Mediation

Center (SVAMC)9'  maintain  a list of arbitrators qualified  in intellectual  property
matters.9a

IP rightS atae territ(ïial  rightS. Aiil arbitral  aWEu-d therefore COunteraetS  the riSk  Of

inconsistent  judgments  being issued in the saine matter in different  countries.

Arbitration  is often prefeffed  in IP diSputeS fOr reasons Of eOnfldentiality.  Concern

for the parties relating  to confidentiality  in IP disputes goes beyond the general  desire

to avoid aiîing  the dispute in public.'  After  all, such disputes often involve  the
disclosure  of informatiot'ï  that contains  confidential  information  or know-how  that the
pataties dO nOt Want tO be made publiC. SOme parties WiSh tO keep confidential  the very

fact of the dispute or proceedings  at all, which  is not possible in î'nany  jurisdictions
where proceedings are open to the public by virtue of national rights. Therefore,

confidentiality  is a serious concern in most IP disputes. Not all arbitration  institution

rules protect  confidential  inforî'nation  in the s;une waylOO and the scope of protection

available  not only depends on the arbitration  organization  whose rules are adopted
but-besides  other grounds-also  on the coutïtry  where the arbitration  is held and
where the arbitration  award is enforced. However, the parties can reach a specific

agreement on the confidentiality  i8sues  they  face.îol

Not only CfflI  arbitral  bearings in a single arbitration  take place in various  locations

("traveling  arbitration"),  but-as  the pandeînic  has shown-arbittation  is more  agile
and it is easier  and quicker  to switdî  to virtual  proceedings  than under national  law
and state pïoceedüïgs,  where it  may have taken actual legislative  changes to deal with
the specifics of a pandemic  (see below).

§ 55.05  Latest  and Future  Deve1opments1o2

The fundaînental  shift-away  from  ordinary  proceedings  towards alternative  dispute

resolution  (AJ)R)  including  arbitration  in the field of intellectual  property-has  also

95 WIPO only publisl'ïes its lis( of panelists foï domain name disputes and not  the list  of arbitrators

relaiing tO arbitration (htlps://www.wipo.int/amc/en/domains/pauel/panelists.lÏtml),

o" lÏttp://www.l'ac.org/arbitration/iirbitrators/panel-arbitrators-intellecttial-proper(y.

97 https://svainc.org/tech-list-practice-focuses/#1590l9255824l-2eefb4f2-c9c],

9a Ti-tou,xs Lhau-r<, Arbitration of Intellectual l'roperty Disputes, ASA Bulletin 2019, pp. 289-304
(297).

99 LAURA A. KASTER/PHILIP D. O'NE[LL, JR., Chapter 6: Confiden+iality and Privacy  During  and After

Proceedings, in: Thoinas Halkei (ed.), Arliitration of Internatit»nal Intellectual l)roperty  Disputes,  2nd ed.,

New  York  2021,  pp. 317-378 (317).

loo For example, the LCIA is known to hiindle confidentiality issues well, and London  is also known

tO be a COnfidentiality-friendly arbitratiOn Seal. Cf. LAURA A. KASTER/PHILIP D. O'NEILL, JR., Chapter 6:
ConfidenLiality and Privacy During and Aftcr Proceedings, in: Thomas Halket (ed.), jhbilration  of

Intemational Intellectual Properiy Disputes. 2nd ed., New York 2021, pp. 317-378 (376).

lol THOMAS LEOLER, Arbitrain'in of InLellecLual Property Disputes, ASA Bulletîn  2019, pp. 289-304

(298). The WIPO Arbilralion and Mediation Rules are unique in that respect, since  they  have  established

specific rules on ilïe treatment of business secrets and otl'ier confidential ii'ormation and documents, çf.
Article 54(d) and Article 75-78, wbilc tl'ie Arbitrat.ion Rules of the Inten'iational Chamber  of  commerce
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been recognized  by state authorities.  One the one hand, state authorities  can be

observed  to integrate  ADR  increasingly  in state proceedings  concerning  IP.1o3 0n  the

other  hand,  it may  not  have gone  unnoticed  by state commercial  courts  that they  ge

losing  inteinational  comi'nercial  disputes  to ADR  and especially  arbitration.1o4 State

courts  therefore  strive  to maintain  their  international  appeal  for  coi'mnercial  disputes

(including  IP disputes)  and i'nany have creafed  corresponding  chaînbers  for interna-

tional  dispute  reso1ution.1o5

In the last few  years,  IP arbitration  has notably  gained  importarîce  regarding  the

arbitration  of the licensing  of SEPsloa on FRAND1o7 terms.Îoa The EU Coînmission

(ICC)  are rather  rudimentary  iri this respect. tf.  Article 22(3) ICC Rules 2021.

1o2 Cf. also tbe iuore detailed coi'itributioîi  l][  ùc autbors: I»ouas  LBOLER/ANDREA St'a-ïi)irpbbr<, A
Look  to the Future  of  International  IP Arbiiration,  iu: Jollll  Pierce/Piei're-Yves  Guïî+.er (eds.):  The  GAR

Guide  to lP Arbitration,  Loîidon  2020,  pp. 217-227.

1o3 THOMAS  LBGLER/ANDREA  SCHAFT'i-ER, A Lt'x»k to tbe Future  of  hîtemational  IP Arbitration,  in:

John  Pierce/Piene-Yves  Gunter  (eds.):  The GAR  Guide  to IP Arbitration,  London  2020, pp. 217-227
(219-220).  Corrcspt'+nding  efforts  caîi be observed  all  over  ilîe world,  e.g., in Auslralia  and Mexico,  in

Singapore  or  in Korea,  Brazil,  Spain,  the USA  ur Gerii»aiiy,  whereby  al least  increased  cooperalion  with

WIPO  is sought  in  order  to expai'ïd  ADR  in Ihe state  pî'oceediîigs.  In Europe,  this  trend  is partly  due f.o the

2017  decision  of  che Court  of  Justicc  of  the European  Union  (CJE[J)  (Case C-75/16),  wich  held  that

inandatory  tnediation  as a condition  of  court  pnx:eedings  is not  per se inadinissible,  provided  lhat  tlïe

parties  are not  prevented  froi'n  pursuing  theiï  iight  of  access  lt'+ tl'ie court  systen'i.

lo' Yet,  the opposition  between  stale  courts  and arlïitrülion  proceedings  can also  be misleading,  since

lhey  al'e closcly  interrelated,  See PAMBLA  K. Bociï<yhu.  The  Arbilration-Litigation  Par;idox,  (2019) 72

Viu'id. L. Rev., I:+p. 11191196 (]182-1192.  11%).

'o"  THOMAS  LBGLER/ANDREA  SCHÂFFLI-R,  ,A Look  tO the Future  O[ InternaliOnal  IP ArL+iua(ion!  in:

Jol'uïPierce/Piet're-Yves  Gunter  (ed.):  The  GAR  Guide  tci IP Arbitration,  London  2020, pp. 217-227 (221).
For  exaînple,  the l'ollowing  chambers  were  aîl founded  in tlîe  past  five  years:  the International  Division  of
the Paten(  Court  çif Korea;  I.he Singapore  h'iterüational  Commercial  Court;  the Chanïber  for  Inteî'national

Commercia]  Disputcs  of  the District  Court  of  I-'rankfurt  anl  Main,  Germany;  the Intei'national  Chamber of
tbe Paris  Court  of  Appeal,  France;  the Netherlaiïôs  Con'unercial  Court;  ai'îd the Brussels  mtemational
Busiucss  Cciurt,  Be]gium.  See on ihese developmeîiLs  ÏOANA  KNoLL-TUDOR,  The  European  and Singapore
Inteniatioïial  Coîïuïicrcial  Courls:  Several  MovcmenLs,  a Single  Symphony,  Kluwer  Arbitralion  Blog,  6
Mc'u'ch 2(119 (http://arbitratioriblog.kluwerarbiiration.ct'in'i/2019/03/06/ilïe-europeaiï-and-singaptïre-inteïniïliotîal-

cominerciaï-courts-severtil-moveîî'ients-a-sing'ie-syiuplîony/).  In Swiizerlaiïd,  the Canton  of  Zurich  launchcd

tl'ie idea of  a Zurich  International  Coînn'iet'cial  Court  (see çin l'üs project.  I)HILIPP  H.nüasücx,  Thoughts

on a Zw'clî  îïîternaüonal  Coinmercial  Court,  Juslecter  14 l)eceinber  2020  [paras.  2, 24-26], who assuînes

tbat  such a cour(  wutild  coexist  peacefiilly  wilh  thc establisbed  arbiLration  institutions).

1o6 Standard-essential  patents.

1o7 Fair,  reasonable,  and non-discriinmatory.

loa Noleworll'iy  ca.ties include  BïackBerîy  ïi. Quaicomn'i  (www.marketwatc}ï.coin/story/blackberry-

awiu'ded-f'ual-940-uîiIlion-in-arbiœatioîî-with-quaIcomm-ovcr-royalties-2017-05-26);  InterDigital  v. Hua-
Wel  (littps://thepatenttnvestor.coi'n/20  16/04/in1erdi  ,,,oiial-fends-off-huawei-effort-to-annul-arbitration-

award-in-paris-allouiingcase-in-federal-court-to-proceed):  Nokia  l). LG  Erectronics (www.ipwatchdog.com/
2017/(19/26/ttokia-faavotable-arbitration-awar&-patent-lïcense-lg-clectronics/id=88063);  Nokia v. BlackBeny
(www.rcuters.coîn/article/us-blackberry-nükia-paten(s/blackberry-loses-payment-disput.e-wiLhnokia-to-

pay-137-million-idUSKBNlDV517).  Por a detailed report cf. inter alia PETER GEoRG Ptct-rr/G,sp.«ru'i
TAZIO  LODEFJER. Arbitratioî'i  în SEP/FRAND  DISp1lte)i: OVerVleW  alld  COre ISSueS, (2019) 36 JOIA, pp.

tRel  1a!-12/2021 %b 1530t
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alld  tile C.bU'o"'  alSO aCbOWledged  the potential  benefits Of arbitratiOll  in SEP

licensing  disputes.llo

Recently,  particular  attention  has been paid  to technical  developments  in arbitration,

which  have been accelerated  by COVID-19.  Looking  ahead to a post-COVID-19  era,

it is expected  that the use of  arbitration  could  increase  significantly  due to the greater

flexibility  it appears to offer  in times  of  crisis.îîî  For  exainple,  it would  be possible  in

an arbitration  proceeding  for  the parties  to spontaneously  agree to move  the location  of

a hearing  to another  region  (one less affected  by a pandemic  for  example),  to conduct

the hearing  only  virtually  or by teleconference,  or to hold  documents-only  arbitrations.112

Increased  demaiïd  and a great interest  can be observed  in the use of these options  by

parties.  Generally,  online  dispute  resolution  (ODR)  is a valid  altemative  to traditional

physical  arbitration,  whether  for a short period  of time duîing  a pandemic  or in

genera1.113 Not  orîly in tetïns of arbitration,  but also in general,  ODR  is becoming

increasingly  popular.  In China,  for  example,  three (state) internet  courts  have already

been established  in Hangzhou,114  Beijingî'  and Guangzhou  to resolve  copyright

disputes,  Moreover,  the Hangzhou  Internet  COurt haS adînitted  evidence  authenticated

575-594;  Riciï,uü  A. H. VARY, Arbilration  of  FRANk)  Disputes  in SEP Licensing,  World  Trademark

Review,  il  March 2021 (https://www.worldtradeinarkreview.ctnn/arbitration-of-frand-disputes-in-sep-

licensing).

1o9 CourL ofJustice  of the Etiropean  Unioïi,

Îlo EU Coînînission,  Con'uïiunica(ion  from  the Cominission  to the European  Par1iamen5  he Council,

and tl'ie European  Econonffc  and Social  Comînittee,  Setting  ûut the EU Approach  to Standard  Essential

Patents, C0M(2017)712  fin;tl  (29 Nov. 2017):"The  Comïnis.noïi  îakes f/ïe vvew that  aIternatïve  disptite

resolution  (ADR)  mechanisms  wch  as mqdiation  and arbitration  C(J?T offeï's"v4er  and less costly  dispute

resolutiotx. While  there can be no obiigatioïi  for  par'ties to rme ADR, the Commission believes that the
potentiai  bene,fits qf this tool are c.urrently tuïderexpioited."  Tl'ie CJEU in Case C-170/13, Hucwei
Technoïogies  v. ZTE, para. 68 stated tha("(.  . .) where  no ag,reenvent is reach.ed on. the detaiis  of the
FRAND  terms,foilowing the counter-offer b3i t/is aïieged ii4firingeîs the parties may. by common agreement,
request  that the ainount  qf  the royalty  be detennined  by an iwiependent  third party,  by decision  without

delaJ,",  whiclÏ  is read aS a refereuce tO arbitration: P[!T'ER GEoRG PICt-rr/GASPAræ TAZIO LODEI(ER,
Arbitration  iri SEP/FRAND  Disputes:  Oycrview  aîid Core Issues, (2019)  36 JOIA,  pp. 575-594  (57.')).

Ill  CHAWLA Cn,iïhar.  Internaf.ional  Arbitralion  during  COVID-19:  A Case Counsel's  Perspeciive,

Kluwer  Arbitration  BlOg, 4 June 2o20 (lÏttp://arbitrationblog.kluwerarbitration.coîn/2020/06/O4/

internatioÏialarbitration-duruÏg-coyid-19-a-case-counsels-perspect.ive/);  nOt SO optlinislic:  LUKE NOIT/kGE,

Will  the COVn)-19  Piindemic  Be a Long-Terni  Gaine Changer  for International  Arbiiration?,  Kluwer

Arbitration  Blog,  16.ïu1y  2020 (http://arbilrationblog.kluwcrarbitration.com/2020/07/16/will-the-covid-l9-

paiîdemic-be-a-loïig-tenn-game-chaî'iger-for-intemational-arbitration/).

112 The ICC  Rtiles 2021 now explicitly  address virtual  bearings  (Article  26 para. l ICC Rulcs  2021)

(c7 for an overview  https://pestalozzilaw.coîn/en/news/lcgal-insights/reviscd-202l-icc-arbitration-rules/).

Article  27 para. 2 aïîd para. 5 Swiss Rules 2021 also addresses lîeiîrings  by videoconference (çf. for an
ovcrview  https://pesialozzilaw.coîn/en/news/legal-insigliis/swiss-arbitraliotî-revamped-new-swiss-arbiiraiion-

centre-revised-swiss-rules-iïiIernational-arbitrat.ion-2021-iind-launch-swiss-arbilration-platforinQ.  See fur-

thermore,  the proposed  pmcedures  of SIAC:  btlps://www.siac.org.sg/faqs/siac-covid-19-faqs.

113 GARY BENTON. ïi lS llOt tlle 8t1:ongcst Of tlle species tllat  Sul'VlVeS but tlle nlOSt adaptable:  Tlle  CaSe

fOr  Online  COtnmerCial arbitraLion,  CCA Blog,  4 July 2020 (https://www.ccarbitrators.org/the-case-for-

onliue-commercial-arbitration/).

114 https://www.netcourt.gov.cn/'?larîg=En,
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by blockchain  in one case.116 Indeed,  other  developî'nents  can be observed  in this area

as well.  Blockehain  technology  can be used  to authenticate  and validate  smart  contracts,

so that  in the event  of  a dispute  arising  from  contract,  the predefined  arbitration  process

would  be triggered  automatica11y.117  In the saî'ne vein,  smart  legal  contracts-i.e.  a

combination  of "smart"  (i.e. blockchain-based)  and "non-smart"  (i.e. "analogous")
clauses-allow  for  sophisticated  automated  arbitral  dispute  resolution.lla It can also

influence  the analogous  nature  of  arbitratiotï,  just  as it is already  happening  in China.

We are curious  to see how  long  it takes for  such institutions  to emerge  outside  of

Chitia.îî"

§ 55.06  Condusion

Arbitration  is suitable  for  the efficient  resolution  of  international  IP  disputes. On the
one hand,  aïbitration  is capable  of  dealing  with  technically  challenging  IP  disputes,  and

expert  arbitrators  are able to achieve  a coherent  result  in înany  cases. On  the other  hand,

arbitration  is fiexible  and offers  quick  solutions  even in times  of  technical  change,

making  it possilj]e  to continue  towards  an aïbitral  award  even  in exceptional  situations

such as a pandemic.

Even  if  the question  of arbitrability  and  enforcement  of  arbitral  awards  concennng
IP disputes  is tecon'üng  less important  in many  jurisdictions,  it is still  worth  keeping  the

following  in mind:

In the event  that  a party  is concenned  about  the enforcement  of  a future  arbitral  award

due  to the lac1c of  arbitrability  of  IP disputes  in a particular  jurisdiction,  it  may  request

the arbitral  tiibunal  to deterînine,  if  necessary,  that  the invalidity  of  the right  in question

only  has inter  partes  effect.12o

In addition,  the parties  may take certain  precautions  in advance  when  drafting  the

arbitcation  clause  in  the relevant  agreement.  For  example,  the parties  may  agree  in such

a clause  that  in the event  that  the arbitral  tribunal  declares  an IP right  invalid,  the only

consequence  of  the resulting  award  will  be that  the prevailing  party  shall  receive  a free

license  to use the right  in question  for  its remaining  term.121

115 https://engiishl>jinterneicourc.gov.cu/.

116 KiuLtiÆ)owc'iNiuc,Cl'ünapatent:CotutsrespondpositiveIytoblockchainevidence,Managingn',
18 September  2019 (lïItps://www.üîtuïagingip.com/atticle/b1kbinlql82cl83/cl'iina-patent-courts-respond-

positively-to-blockchaiît-evidence#:-:text=ln%20Jllne'%2020l8%2C%20HEulgzhOu%20IîlIernel,d0%20SO%i

20in%20the%20country).

117 }Or  a generiil  presentatlon  Of arblLratlOIl  clauses  lll  Snlgt  conlracls  See PASCAL  FAVROD-COUNE/

I(laiVIN BELl:T,  La  convention  dltrbitrage  daris un sinan  ccmtract,  AJP 2018.  pp. 1 1(')5-1117.

Ila See in  detail  above,  § 50X.03[91

Ilo C[  S'tl.VÏA  POLYDOR,  Blockclîain  Evadence  lll  COurt  Proceedings  ln Chllla-A  CoînpFUralllVe  S1ud7

of  Adinissible  Evidence  in the Digital  Age,  3.1 (2020)  JBLP,  pp. 96-1i5  (103-115).

12o THOMAS  LHGLER,  Arbitration  of  Iî'iiel]cctua]  Prtiperty  Disput.es,  ASA  Bulletin  2019, pp. 289-304
(295).

121 TH()MAS  tpct.h3  ArbitraLion  ot' Intel]ectual  Prc+perty Disputes, ASA Bulletîn  2019, pp. 289-304
(295):  Ti-iIERRY  Cùi..xuiVM,«i<arin  AEBI,  Chapter  îi  : Enforceabilily,  in: Thomas  Halket  (ed.). Arbiœation
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of Interriatioïial  hitellcctual  Properiy  Disputes, 2nd cd., New York  2021, pp. 599-639  (619).
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